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DETAILED ACTION 

Claim Rejections - 35 USC § 103 

1. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

2. Claims 15-17, 19, 23-26, 28, 29 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over US 5699319 to Skrivervik in view of US 5646634 to Bokhari et al. 
[hereinafter Bokhari]. 

3. Regarding claim 15: Skrivervik disclose a timepiece (1) comprising a middle, a watch 
movement housed in the middle (7), a emitter receiver circuit (6) associated with said movement 
(7) and an antenna (4) connected to said emitter receiver circuit (6), wherein said antenna (4) is 
formed by a solid electrically conductive mass (11) having the shape of at least a portion of a 
ring (Figs. 6 and 8), this mass (11) being disposed on the periphery of said middle (Fig. 5), said 
antenna (4) being connected to the emitter receiver circuit (6) by way of a conductor (23) passing 
through the wall of the middle on a portion of its thickness (col. 3, lines 3 1-40; col. 4, lines 3-7 
and Fig. 5). Skrivervik discloses all the subject matter claimed by applicant with the exception 
of the limitations stated in claim 15, i.e., the antenna being a solid monobloc mass. 

With regards to the limitation, i.e., the antenna being a solid monobloc mass: Bokhari 
discloses a timepiece using a solid monobloc mass antenna assembly (1-3, 40-53) (Figs. 1-20). 
Therefore, it would have been obvious to a person having ordinary skill in the art at the time the 
invention was made to replace the antenna assembly of Skrivervik, with the antenna assembly of 
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Bokhari, in order to obtain the desired resonance frequency of the antenna, as already suggested 
by Bokhari. 

Regarding claim 16: Skrivervik discloses a device as stated above with regards to 
claims 1, respectively. Skrivervik discloses all the subject matter claimed by applicant with the 
exception of the limitation stated in claim 16, i.e., wherein said conductive solid mass forms a 
decorative portion thereof. Bokhari discloses a timepiece comprising an antenna assembly 
having conductive solid mass forming a decorative portion thereof (1-3, 40-53) (Figs. 1-20). 
Therefore, it would have been obvious to a person having ordinary skill in the art at the time the 
invention was made to replace the antenna assembly of Skrivervik, with the antenna assembly of 
Bokhari, in order to provide for a miniaturized antenna assembly, as already suggested by 
Bokhari. 

Regarding claim 17: Skrivervik discloses the timepiece according to claim 1 5, wherein 
said conductive mass is engaged in a groove made in the lateral surface of the middle, its outer 
surface just touching the lateral surface of the middle (Fig. 5). 

Regarding claim 19: Skrivervik discloses the timepiece according to claim 19, wherein 
conductive mass constitutes a closed ring (Fig. 7), 

Regarding claim 23: Skrivervik discloses a device as stated above with regards to claim 
15. Skrivervik discloses all the subject matter claimed by applicant with the exception of the 
limitation stated in claim 23, i.e., wherein said conductive solid mass is made of a metal such as 
stainless steel or a gold alloy or made of an agglomerated composite mass, in zirconium for 
example, charged with conductive particles. The phrase "such as" renders the claim indefinite 
since the resulting claim does not clearly set forth the metes and bounds of the patent protection 
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desired. See Ex parte Steigewald, 1 3 1 USPQ 74. Furthermore, the particular type of solid 
conductive mass (antenna), absent any criticality, is only considered to be the use of a 
"preferred" solid conductive mass material out of a plurality of well known solid conductive 

: mass materials commonly used to provide signal transmission and/or reception that a person 
having ordinary skill in the art at the time the invention was made would have find obvious to 
provide using routine experimentation based, among other things, on the intended use of 
applicant's apparatus, i.e., suitability for the intended use of applicant's apparatus. See In re 
Leshin, 125 USPQ 416 (CCPA 1960) where the court stated that a selection of a material on the 
basis of suitability for the intended use of an apparatus would be entirely obvious. 

Regarding claim 24: Skrivervik discloses a device as stated above with regards to claim 
15. Skrivervik discloses all the subject matter claimed by applicant with the exception of the 
limitation stated in claim 24, i.e., wherein said solid conductive mass is coated with rhodium or 
diamond. Furthermore, the particular type of solid conductive mass (antenna), absent any 
criticality, is only considered to be the use of a "preferred" solid conductive mass material out of 
a plurality of well known solid conductive mass materials commonly used to provide signal 
transmission and/or reception that a person having ordinary skill in the art at the time the 
invention was made would have find obvious to provide using routine experimentation based, 

. among other things, on the intended use of applicant's apparatus, i.e., suitability for the intended 
use of applicant's apparatus. See In re Leshin, 125 USPQ 416 (CCPA 1960) where the court 
stated that a selection of a material on the basis of suitability for the intended use of an apparatus 
would be entirely obvious. 
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Regarding claim 25: Skrivervik discloses the timepiece according to claim 15, further 
discloses a conductive element forming a ground plate (24) for antenna (4). 

Regarding claim 26: Skrivervik discloses the timepiece according to claim 25, wherein 
: said middle being metallic (col. 4, lines 14-15), said element forming the ground plane consists 
of the back of said middle (Fig. 5). 

Regarding claim 28: Skrivervik disclose a device as stated above with regards to claim 
15. Skrivervik's antenna (4) is connected directly to the emitter receiver (6). Bokhari's 
timepiece antenna is of the capacitive type said conductive element (col. 3, line 55). Therefore, 
it would have been obvious to a person having ordinary skill in the art at the time the invention 
was made to add the capacitive type assembly, as taught by Bokhari, to the antenna assembly of 
Skrivervik, in order to provide for an electrical connection without any mechanical contact. 
4. Claim 1 8 is rejected under 35 U.S.C. 1 03(a) as being unpatentable over Skrivervik as 
applied to claim 15 above, and further in view of US 5798984 to Koch. 

Regarding claim 18: Skrivervik discloses a device as stated above with regards to claim 
. 15. Skrivervik discloses all the subject matter claimed by applicant with the exception of the 
limitation stated in claim 18, i.e., wherein said conductive solid mass forms at least a portion of a 
bezel of the piece surrounding the glass disk of the latter. Koch discloses a timepiece teaching a 
conductive mass (22) forming at least a portion of a bezel (14) of the piece surrounding the glass 
disk (12) (Figs. 2 and 3). Therefore, it would have been obvious to a person having ordinary 
skill in the art at the time the invention was made to place the antenna assembly, as taught 
Skrivervik, in the bezel, as taught by Koch, in order to allow the case and the bezel to be sold 
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' separately and match the bezel containing the antenna and the transmitting and receiving circuit 
corresponding to the required service to the user's wristwatch, as already suggested by Koch. 
5. Claims 20-22 are rejected under 35 U.S.C. 103(a) as being unpatentable over the 
combination of Skrivervik and Bokhari as applied to claim 1 5 above, and further in view of 
6853605 to Fujisawa et al, [hereinafter Fujisawa], 

Regarding claim 20: Skrivervik and Bokhari further discloses a glass disk and a 
middle being made of electrically conductive material. The combination of Skrivervik and 
Bokhari disclose a device as stated above with regards to claim 15. The combination of 
Skrivervik and Bokhari disclose all the subject matter claimed by applicant with the exception of 
the limitation stated in claim 20, i.e., said conductive solid mass is separated therefrom by an 
insulator. Fujisawa discloses a crystal (102 construction made from a material that is insulating, 
e.g., sapphire or polycarbonate. Therefore, it would have been obvious to a person having 
ordinary skill in the art at the time the invention was made to replace the glass, as taught by the 
combination of Skrivervik and Bokhari, with the glass crystal, as taught by Fujisawa, in order to 
provide electrical insulation, as already suggested by Fujisawa. 

Regarding claim 21: The combination of Skrivervik and Bokhari disclose a device as 
stated above with regards to claim 15. The combination of Skrivervik and Bokhari disclose all 
the subject matter claimed by applicant with the exception of the limitation stated in claim 21, 
i.e., said insulator is made of a material chosen from the group consisting of the nitrile rubbers, 
hydrogenated nitrile rubbers, polyurethanes, silicones, polymers and ceramics. Furthermore, the 
particular type of insulator material, absent any criticality, is only considered to be the use of a 
"preferred" insulator material out of a plurality of well known insulator materials commonly used 
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to provide electrical insulation that a person having ordinary skill in the art at the time the 
invention was made w^ould have find obvious to provide using routine experimentation based, 
among other things, on the intended use of applicant's apparatus, i.e., suitability for the intended 
use of applicant's apparatus. See In re Leshin. 125 USPQ 416 (CCPA 1960) where the court 
stated that a selection of a material on the basis of suitability for the intended use of an apparatus 
would be entirely obvious. 

Regarding claim 22: The combination of Skrivervik and Bokhari disclose a device as 
stated above with regards to claims 15 and 20, respectively. Skrivervik and Bokhari disclose all 
the subject matter claimed by applicant with the exception of the limitation stated in claim 22, 
i.e:, said insulator are fixedly attached to said middle by at least one of the following operations: 
chasing, screwing, bonding, brazing, crimping and/or riveting. The method of forming the 
device is not germane to the issue of patentability of the device itself Therefore, this limitation 
has not been given patentable weight. 

6. Claim 27 is rejected under 35 U.S.C. 103(a) as being unpatentable over the combination 
of Skrivervik and Bokhari as applied to claim 15 above, further in view of US 2002/0071346 to 
Paratte. 

Regarding claim 27: The combination of Skrivervik and Bokhari disclose a device as 
stated above with regards to claims 15 and 25, respectively. Bokhari's timepiece said conductive 
element (1-3, 40-53) (Figs. 1-20) forming the earth plane consists of a metal disk placed inside 
the middle against the back of the latter. Paratte's timepiece middle being of an electrically 
nonconductive material [0044-0051]. Therefore, it would have been obvious to a person having 
ordinary skill in the art at the time the invention was made to add the assembly of Bokhari and 
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Paratte's, to the antenna assembly of Skrivervik, in order to provide for a miniaturized antenna 
assembly, as already suggested by Bokhari. 



should be directed to Examiner Jeanne-Marguerite Goodwin whose telephone number is (571) 
272-2104. The examiner can normally be reached on Monday-Friday (9am-6pm), alternate 
Fridays off The fax phone number for the organization where this application or proceeding is 
assigned is (571) 273-8300. Any inquiry of a general nature of relating to the status of this 
application or proceeding should be directed to the receptionist whose telephone number is (571) 



Conclusion 



7. 



Any inquiry concerning this communication or earlier communication from the examiner 



272-2861. 



JMG 



P. AUSTIN BRADLEY 
SUPERVISORY PATENT EXAM«^'" 
TECHNOLOGY CENTER 296^ 




